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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



Examiner: Unassigned 
Art Unit: 1798 

PETITION TO WITHDRAW ABANDONMENT 



In re application of: 

Dr. Zhong-Ru Gan 



Application No.: 09/423,100 



Filed: October 29, 1999 

For: CHIMERIC PROTEIN 
CONTAINING AN 
INTRAMOLECULAR CHAPERONE- 
LIKE SEQUENCE AND ITS 
APPLICATION TO INSULIN 
PRODUCTION 



Honorable Assistant Commissioner for Patents 
Box PCT 

Washington, D.C. 20231 
Sir: 

Applicants received a Notice of Abandonment dated May 14, 2001 for failure to 
timely or properly reply to the Office Letter mailed on February 22, 2001 . Applicants petition to 
withdraw the holding of abandonment in the above-identified application. The following is a 
chronology of events: 

1 . On February 22, 200 1 the Patent and Trademark Office (PTO) mailed a 
Notification of a Defective Response. (Exhibit A). This document required a reply within one 
month of the date of the Notification. 

2. On March 20, 2001 , Applicants mailed a reply with a certificate of mailing to 
the PTO (Exhibit B). 




Dr. Zhong-Ru Gan PATENT 
Application No.: 09/423,100 
Page 2 

3. On March 30, 2001 , Applicants received a return postcard stamped with a date 
indicating it was received by the OIPE on March 23, 2001 and stamped with the effective receipt 
date of March 20, 2001 . The return receipt postcard is evidence that the reply was timely received 
by the PTO (Exhibit C). 

4. On May 31, 2001 Applicants' authorized agent, Jennison and Schultz, P.C., 
inspected the files and reported that the hand-delivered copies of Exhibits A - C to the PTO for entry 
into the files. The papers were accepted by Pat Booker, the Paralegal Specialist who signed the 
Notice of Abandonment and the Notice of Defective Response. Ms. Booker indicated that due to the 
workload at the PTO there would be some delay in a further response from the PTO. The reporting 
letter from Jennison and Schultz, P.C. and the PTO-stamped receipt are enclosed (Exhibit D). 

5. Applicants believe this petition is timely under 37 CFR §1. 181(f) as it is filed 
within two months from the mailing date of the Notice of Abandonment (May 14, 2001); and 

6. Applicants believe no fee is due, but if a fee is due, please charge deposit 
account No. 20-1430. 

Copies of the documents listed as exhibits are proof of Applicants timely response to 
the Notification of a Defective Response, mailed on February 22, 2001. 

In light of item 4 above, and in the absence of any further formal communication 
from the PTO with respect to the withdrawal of the abandonment, Applicants submit this petition as 
a precautionary measure to provide a record of the above communications with the PTO and to 
formally petition, if needed, for withdrawal of the abandonment pursuant to 37 CFR § 1.181(f). 




Dr. Zhong-Ru Gan 
Application No.: 09/423,100 
Page 3 



PATENT 



If the above abandonment has not already been withdrawn, Applicants respectfully 



TOWNSEND and TOWNSEND and CREW LLP 
Two Embarcadero Center, 8 th Floor 
San Francisco, California 941 1 1-3834 
Tel: (415)576-0200 
Fax: (415) 576-0300 



request that this petition be granted. 



Respectfully submitted, 




Frank J. Mycroft 
Reg. No. 46,946 
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inventor. 
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a. □ has reviewed and understands the contents of the specification, including the 
claims, as amended by any amendment specifically referred to in the oath or 

declaration. 

D dSbvSffis? inf0rmati ° n Which is material 10 Potability as 

3. □ does not identify the foreign application for patent or inventor's certificate on which 
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date before that of the application on which priority is claimed, by specifying the 
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disclose information which is materia] to patentability as defined in 37 CFR 1 56 which 

conZ^r ^ f ' lin8 d3[e ° f Pri0r a PP' ication and filing date of the 

continua ,on in part application which discloses and claims subject mattefijnjiUkioft to 
that disclosed in the prior application (37 CFR 1 63(d)) TTOWBlJCWM' 

Nattona>So09Proce$sf| 
Paralegal Special!* 
pea) am-MM. 



Telephone: (703) 



FORM PCT/DO/EO/917 (September 1996) 




COPY 





-Express Mail" Label No. EL 76999 1009 US 
Date of Deposit March 20, 2001 



I hereby certify that this is being deposited with the United States Postal Service 
"Express Mail Post Office to Addressee" service under 37 CFR 1 .10 on the date 
indicated above and is addressed to: 



Assistant Commissioner fc 
Washington, D.C. 2023 



By: 




Sunil Dutt 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Applicant : Dr. Zhong-Ru Gan 

Appl. No. : 09/423,100 

Filed : October 29, 1999 

Title : CHIMERIC PROTEIN CONTAINING AN 

INTRAMOLECULAR CHAPERONE-LIKE SEQUENCE AND 
ITS APPLICATION TO INSULIN PRODUCTION 

Grp./A.U. : 1798 

Examiner : NOT ASSIGNED 

Docket No. : 0201 67-000 120US 



Honorable Assistant Commissioner of Patents 
Box PCT 

Washington, D.C. 20231 

RESPONSE TO NOTIFICATION OF A DEFECTIVE RESPONSE 

Sir: 

Pursuant to a Notification of a Defective Response dated February 22, 2001, Applicant encloses 
the following: 

1 . Executed declaration 

2. Copy of Notice of Defective Response 

3 . Return receipt postcard 

Respectfully submitted, 

Frank J. Mycroft 
Reg. No. 46,946 

Enclosures 

TOWNSEND and TOWN SEND and CREW LLP 
Two Embarcadero Center, 8th Floor 
San Francisco, California 941 1 1-3834 
Tel: (415) 576-0200 
Fax: (415) 576-0300 
SF #1 202907 vl 
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Honorable Assistant Commissioner of Patents 
Box PCT 

Washington, D.C. 20231 

RESPONSE TO NOTIFICATION OF A DEFECTIVE RESPONSE 



Sir: 

Pursuant to a Notification of a Defective Response dated February 22, 2001, Applicant encloses 
the following: 

1 . Executed declaration 

2. Copy of Notice of Defective Response 

3 . Return receipt postcard 

Respectfully submitted, 

Frank J. Mycroft 
Reg. No. 46,946 
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As a below named inventor, I hereby declare that: 

My residence, post office address, and citizenship are as stated below next to my name. 
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Tinte d below) of the subject matter which is daimed and for which a patent is sought on the in vention entitled: 
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CHIMERIC PROTEIN CONTAINING AN INTRAMOLECULAR CHAPERONE-LIKE 
SEQUENCE AND ITS APPLICATION TO INSULIN PRODUCTION 



the specification of which 
□ is attached hereto 
OR 
was filed on 
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Application Number 
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international filing date of the continuation-in-part application. 
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DATE MAILED: 



03/31/98 
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NOTIFICATION OF A DEFECTIVE OATH OR DECLARATION 



This application fails to contain an oath or declaration acceptable under 35 U.S.C. 371 (c)(4) for 
entry into the national stage in the United States of America. The period within which to correct 
these requirements and avoid abandonment is set in the accompanying Office action. 

A new oath or declaration, identifying this application by the international application number and 
international filing date is required. The oath or declaration does not comply with 37 CFR 1 .497(a) 
and (b) in that it: 

is not executed in accordance with either 37 CFR 1.66 or 37 CFR 1.68. 

2. Q does not identify the specification to which it is directed. 

3. Q does not identify the inventor(s). 

4. Q does not identify the citizenship of each inventor. 

5. £] does not state the person making the oath or declaration believes the named inventor or 

inventors to be the original and first inventor or inventors of the subject matter which is 
claimed and for which a patent is sought. 

FAILURE TO SUBMIT AN OATH OR DECLARATION IN COMPLIANCE WITH 37 CFR 
1.497(a) AND (b) WITHIN THE TIME PERIOD SET WILL RESULT IN FAILURE TO ENTER 
THE NATIONAL STAGE AND THE ABANDONMENT OF THE APPLICATION. 

Additionally, the oath or declaration does not comply with 37 CFR 1.63 in that it: 

1. Q does not identify the city and state or city and foreign country of residence or each 

inventor. 

2. does not state that the person making the oath or declaration: 

a. Q has reviewed and understands the contents of the specification, including the 

claims, as amended by any amendment specifically referred to in the oath or 
declaration. 

b. □ acknowledges the duty to disclose information which is material to patentability as 

defined in 37 CFR 1.56. 



3. Q does not identify the foreign application for patent or inventor's certificate on which 

priority is claimed pursuant to 37 CFR 1.55, and any foreign application having a filing 
date before that of the application on which priority is claimed, by specifying the 
application serial number, country, day, month, and year of its filing. 

4. g does not state that the person making the oath or declaration acknowledges the duty to 

disclose information which is material to patentability as defined in 37 CFR 1.56 which ^ 
became available between the filing date of the prior application and filing date of the // 
continuation in part application which discloses and claims subject mattc ^^Jj^jj?^ t0 yy / 
that disclosed in the prior application (37 CFR 1.63(c)). NatfOOfc SWB Pnxessfra / 

Paralegal Special / / 

(703) '/ 

Telephone: (703) 



FORM PCT/DO/EO/917 (September 1996) 



COPY 



RECEIVED w ^ 

MAR - 1 2001 

WILSON. SONSINI, 
GOODRICH & ROSAT1 
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Washington, D.C. 2023] 
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DATE MAILED- 

NOTIFICATION OF A DEFECTIVE RESPONSE 



0 2/22 / it ;t 



1. Due request for an ex.ensior i of time (37 CFR 1.136(a)) filed is defcctivc bccausc lherequired |cc js 

missing/insufficient. Extension of time fees are listed at 37 CFR U7(a)(I)-(a)(5). required lee is 



2O 



Applicant's response filed . 



. was received in the Office on 



which is after the 

. This application 



expiration of the period for response set in the last Office notification mailed Thjs ann i ical 

will become abandoned unless applicant obtains an extension of time to reply to the last Office notification under 37 CFR 

3 ^ A PP lic * n, ' s rcs P° nse filed deluded the following items, the receipt of which is hereby 

acknowl edge d: 7 

LJ Copy of the international application in: 
U a non-English language. 
English. 

□ Tra,,sla.ion of '.he international application into English □ which is defective r„r .he reasons indicated on Hie 
attached Notice of Defective Translation. 

□ Processing fee (37 CFR 1 .492(0) d which is insufficient. 
fey Oath or Declaration of inventors(s). 

LJ in compliance with 37 CFR 1 .497(a) and (b). 

U not in compliance with 37 CFR1 .497fa) and (b) for the reasons indicated on the attached PCT/DO/EO/9 1 7. 
LJ Surcharge (37 CFR 1 .492(c)) U which is insufficient. 
I — I Copy of Article 1 9 amendments. 

□ Translation of Article 19 amendments into English. 

LJThe International Preliminary Examination Report in English and its Annexes, if any. 
LJ Translation of Annexes to the International Preliminary Examination Report into English. 
I — I Preliminary amendment(s). 
LJ Information Disclosure Statement(s). 
I — I Assignment document. 
D Power of Attorney and/or Change of Address. 
. I — I Substitute specification. 

□ Verified Statement Claiming Small Entity Status. 
I — I Priority Document. 

Smother: ^^rUU^ 

4 ^!o f " ,C ""n'SSSf SC1 r °1 h ll,c "° lin " lio » of MISSING REQUIREMENTS (Konn PCT/DO/EO/905 muled 
v TlAM^k ^vt /a <\%st not been completed. 

witWrX ti-r**- 10 C ° m T C " ,C rC5P0 " Se f Wi ," ,in " lil,,C Hmil ° f0NE M0NTH from «'« dal < oflhiB Notinca.ion or 
within the Ume remaining ,n the response set forth in the Notification of Missing Reqdrerr.cr.i3 .Tom, DC/EO/903? 
whichever is .he longer. No extension of this time limit may be granted under 37 C F R SI 136 buT.he n nW Zl' 
set in the Notification of Missing Requirements may be extended^ lo a m ax[mum of five niomhs ' ^ 

X^T'i 5 T " mmu , nica,i ° n 10 "ni'^d States Patent and Trademark Olfice must be mailed to the 

address given .„ the heading and include the U.S. application no. shown above. (37 CFR 1 .5) 



Enclosed: /EI PCT/DO/EO/9 1 7 
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Notice of Defective Translation 



FORM PCT/DO/EO/9 16 (December 1997) 



Patricia Booker, Paralegal 

Telephone: 703-305-3/38 
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,LAW OFFICES 
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ARLINGTON, VIRGINIA 22202-3604 

ELLSWORTH M. JENNISON 
KATHRYN JENNISON SHULTZ 
JOHN N. JENNISON 
CARL E. JENNISON 

June 15, 2001 



TEL: (703) 415-1640 TRADEMARKS 
FAX: (703) 415-0788 COPYRIGHTS 
EMAIL: jennisonlaw@aol.com 



Townsend and Townsend and Crew LLP via Priority Mail 

Two Embarcadero Center - 8 th Floor 
San Francisco, California 941 1 1-3834 



Attention: Frank J, Mycroft, J.D., Ph.D. 



Re: U.S. Patent Application 

Title: CHIMERIC PROTEIN CONTAINING AN INTRAMOLECULAR CHAPERONE- 
LIKE SEQUENCE AND ITS APPLICATION TO INSULIN PRODUCTION 
• Ser. No. 09/423,100 Filed 10/29/1999 
Your File: 0201 67-000 120US 



Dear Frank: 

This refers to your request dated May 23, 2001 and confirms our phone report on May 3 1 
and our phone conversation with Mary Green today in regard to the above noted subject. 

We placed a request for the official file for the abandoned application using the Power to 
Inspect that you furnished. On May 3 1, personnel in the PCT Section of the Patent and 
Trademark Office informed us that they had located the official file. On that same date we hand 
delivered and filed the Revocation and Substitution of Power of Attorney and copies of the papers 
previously filed by your firm in connection with this application. We gave the documents directly 
to Pat Booker, the paralegal who issued the Notification of Abandonment, and asked her to 
expedite the handling of the application including the entry of the papers. Ms. Booker informed us 
that there is a backlog of cases, but that she would do what she could and that she would contact 
you directly when the application was revived. Enclosed find your date stamped post card receipt 
as well as a date stamped copy of the papers filed. 

If you have any question or if we may be of further assistance, please let us know We 
apologize for the delay in sending this confirmation. 



Sincerely yours, 



KJS:no 
Enclosures 





Kathryn Jennison 



TO THdJfe. PATENT & TRADEMARK OFFICE £ 
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